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Remarks 

In view of the following remarks, favorable reconsideration of the outstanding office 
action is respectfully requested. 

By virtue of the above amendments, original claims 35-77 are canceled without 
prejudice. Applicant retains the right to file divisional applications directed to these claims. 
New claims 78-84 are added. They correspond to the subject matter* of claims 37-42 of 
originally filed claims. Claims 12 and 13 are currently amended. 

I. Claim Objections 

The Examiner has objected to numbering of the claims and claim 38 in the 
application. By virtue of the above amendments, the issue has been rendered moot. 

II. Rejections under 35 U.S.C. § 112 

The Examiner has rejected claims 12 and 13 under 35 U.S.C § 112, second 
paragraph, as being indefinite for railing to particularly point out and distinctly claim the 
subject matter Applicant regards as the invention. 

Applicant submits that by virtue of the above amendments to these two claims, the 
issue has been rendered moot. 
HI. Rejections under 35 U.S.C. § 102 

The Examiner has rejected claims 1-41 and 43 (corresponding to current claims 1-34 
and 78-84) under 35 U.S.C. § 102(e) as being anticipated by United States Patent No. 
6,468,941 (Bortunetah). 

To be patented an invention must be new. 35 U.S.C. §§101, 102(a), (e). If it is not 
new, that is, if it was known to others, it is said to be "anticipated." Hoover Group. Tnc v 
fiustom Metalcraft , Tnc , 66 F.3d 200, 302, 36 USPQ2d 1 101, 1 103 (Fed. Cir. 1995) ('lack of 
novelty (often called 'anticipation') requires that the same invention, including each element 
and limitation of the claims, was known or used by others before it was invented by the 
patentee"). Anticipation is a question of fact, as is the question of inherency. In re Schreiher. 
128 F.3d 1473, 1477. 44 USPQ2d 1429, 1431 (Fed. Cir. 1997). Its proof differs from that for 
obviousness, 35 U.S.C. § 1 03, in that prior knowledge by others requires that all of the 
elements and limitations of the claimed subject matter must be expressly or inherently 
described inasinglepriorartreference. In re Roberta 169 F.3d 743, 745, 49 USPQ2d 
1949, 1950 (Fed. Cir. 1999); Constant v. Advanced M^-n^ w 8 48 F.2d 1560 
1571, 7 USPQ2d 1057, 1064 (Fed. Cir. 1988). The single reference must describe and enable 
the claimed invention, including all claim limitations, with sufficient clarity and detail to 
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establish that the subject matter already existed in the prior art and that its existence was 
recognized by persons of ordinary skill in the field of the invention. Crown Operation* 
International, yd v. Splutjfl fee 289 F.3d 1367, 1375, 62 USPQ2d 1917, 1921 (Fed. Or. 
2002); InreSpada, 91 1 F.2d 705, 708, 15 USPQ2d 1655, 1657 (Fed. Cir. 1990) ("the 
reference must describe the applicant's claimed invention sufficiently to have placed a person 
of ordinary skill in the field of the invention in possession of it")- 

The anticipating reference "must disclose every element of the challenged claim and 
enable one skilled in the art to make the anticipating subject matter." PPG Industries, fnr v 
Guardian Industrie Corp , 75 F.3d 1558, 1566, 37 USPQ2d 1618, 1624 (Fed. Cir. 1996). 
When anticipation is based on inherency of limitations not expressly disclosed in the 
assertedly anticipating reference, it must be shown that the undisclosed information was 
known to be present in the subject matter of the reference. Continental Can Co. USA. Tnr.. v 
Monsanto Co., 948 F.2d 1264, 1269, 20 USPQ2d 1746, 1749-50 (Fed. Cir. 199)). An 
inherent limitation is one that is necessarily present; invalidation based on inherency is not 
estabUshedby«probabiIitiesorpossibiUties." Scaltech. Inc. v. Retecm*™. T.t r i78F.3d 
1378, 1384, 51 USPQ2d 1055, 1059 (Fed. Cir. 1999). 
The Examiner asserted that 

Col. 1 hues 25-32 in United States Patent No. 6,468,941 Bl discloses 
? a 4 + 5 e 3 ? xygen stora S e ^ity of CeCb arises form the facile nature of the 
Ce /Ce redox reaction. The oxidation of Ce203 to CeQ 2 builds up oxygen 
reserve. The disclosure set forth in coL ) lines 25-32 in U.S. Patent 6,468 941 
Bl fairly suggests that the Ce 2 0 3 can react with and remove oxygen out of a 
atmosphere. Col. 2 lines 10-17 in U.S. Patent 6,468,941 Bl discloses that in 
Ce-Zr based solid solutions the bulk Ce is redox active, and these materials are 
refereed to OIC/OS type materials because their function involves oxygen 
storage. Col 3 lines 19-30 reports that he oxygen storage material comprises: 
up to 95 mole% zirconium; about 0.5 to 40 mole % cerium; about 0 5 to 15 
mole% R, were R is a rare earth metal, an alkaline earth metal or a 
combination of these two and from 0.5 to 15 mole % niobium. The oxygen 
storage material may also include a precious metal component: please see col 
3 lines 43-44. 

Example 1 in coLs 6 and 7 reports what appears to be the same method 
tor preparing the oxygen storage material, comprising: 

Preparing a solution, of nitrate salts of the oxygen storage metallic 
components; ' " 

Adding the solution Oof an aqueous solution of ammonium hydroxide 
to precipitate out a mixed hydrous oxide; 

Filtering out the precipitate and washing it with a liquid; and 
Calcining the precipitate to produce the mixed oxide, oxygen storage 
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Emphasis original. 

Applicant Tesncctfullv trav ^es the above rejections. 

Claim 1 of the present application claims an oxygen-absorbing sorbent materi al. The 
sorbent material of claim 1 of the present application contains Ce 2 0 3 . However, the reference 
(Bortun et aL) fails to specifically disclose that the material disclosed therein has the oxygen- 
absorbing capability. Bortun et aL merely discloses that Ae material therein could be used as 
catalysts for oxidizing vehicle exhaust gas. Bortun et aL fails to expressly or inherently teach 
that the material therein could be used as the sorbent material as claimed in the present 
application. The disclosure of Bortun et aL shows that the material therein contains CeOz 
rather than C^0 3 . Thus one of ordinary skill in the art, in the light of the teachings of Bortun 
et aL and the present application, has serious doubt that the material of Bortun et aL can be 
used as an effective oxygen sorbent material. 

Therefore, Applicant submits that claim 1 is not anticipated by Bortun et aL 
All of claims 2-17 are dependent from claim 1. Therefore, they are not anticipated by 
Bortun et aL for the same reason. 

The Examiner appears to have the view that Example 1 of Bortun et aL results in the 
sorbent material of the present invention. Applicant submits that for essentially the same 
reasons given above in connection with claim 1, Bortun et aL does not disclose, expressly or 
inherently, a process for making the sorbent material of the present invention. 

All other pmcess claims of the present application depend from claim 18. Therefore, 
they are not anticipated by Bortun et aL for the same reason. 

Accordingly, Applicant respectfully requests the Examiner to withdraw the rejections 
under 35 U.S.C. § 102(e). 
IV. Conclusion 

Applicant respectfully requests reconsideration of the outstanding Office action and a 
prompt notice of allowance for the outstanding claims. 

Applicant believes that no extension of time is necessary to make this Response 
timely. Should Applicant be in error, Applicant respectfully requests that the Office grant the 
time extension pursuant to 37 C.F.R. § 1.136(a) as necessary to make this Response timely, 
and hereby authorizes the Office to charge any necessary fee or surcharge with respect to said 
time extension to the deposit account of the undersigned firm of attorneys, Deposit Account 
03-3325. 
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The undersigned attorney is granted limited recognition by the Office of Discipline 
and Enrollment of the USPTO to practice before the USPTO in capacity as an employee of 
Coming Incorporated. The limited recognition number is indicated below. 

Please direct any questions or comments to the undersigned at (607) 248-1253, 



Respectfully subj 
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Patent Department 
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